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Sir: 

1. The Real Party In Interest 
The real party in interest is the inventor, John R. Devecka 

2. Related Appeals and Interferences 
None. 
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3. Status of the Claims 

This is an appeal from the December 9, 2002 final rejection of claims 37-43, 60 and 61. 
Claims 37-43, 60 and 61 were rejected under 35 U.S.C. 102(b) as being anticipated by each of 
Shinohara et al. U.S. Patent No. 4,694,723 (Shinohara); Park U.S. Patent No. 5,567,162 (Park 
'162); Park U.S. Patent No. 5,715,179 (Park '179); and Lee et al. European Patent No. 0 668 583 
Al (Lee). 

Claims 37-61 are pending, with claims 37-43, 60 and 61 on appeal and claims 44-59 
allowed. 

4. Status of Amendments 

The claims stand as last amended on November 19, 2002. 

5. Summary of the Invention 

The invention of claims 37-43, 60 and 61 advantageously provides methods and 
apparatus for operating a musical game. As taught at page 1, lines 10-12, the present invention 
relates to aspects of interactive electronic drum and music training methods suitable for use in a 
home video game. In the home use taught by the present invention, electronic drum pads or 
other musical inputs are interfaced with a home computer or a video game controller and a 
television. See, for example, page 2, line 23 and page 7, lines 7-9. As taught at page 3, line 17, a 
control system monitors and scores the user's play. The user enters data and selects mode of play 
using a control panel with selection buttons. Page 6, line 4. A display screen may be used to 
display video images and user instructional information. Page 6, lines 14-16. 

By way of example, claim 37 addresses: 

37. A musical home video game comprising: 

a control panel with selection buttons to enter data and select mode of play; 
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a user-controllable musical input source; 

means for providing a first, musical, output corresponding to the user's musical input; 
means for providing a second, non-musical, output; and 

a control system for monitoring and scoring a user's play and for controlling the second 
output according to the user's musical input. 

6. The Issue For Review 

The sole issue for review is whether the pending claims 37-43, 60 and 61 were properly 
rejected under 35 U.S.C. § 102 where these claims recite a combination of features not shown by 
the relied upon art. In other words, were the standards of 35 U.S.C. § 102 properly appUed in 
the present case? 

7. Grouping of Claims 

The rejected claims do not stand or fall together. The claims should be considered in 
Groups I-in based upon the differences between the independent claims: namely, Group I, claim 
37; Group H, claim 60; and Group HI, claim 61. The independent claims address a "musical 
home video game" (claim 37); a "method of operating an interactive musical home video game" 
(claim 60); and a "storage medium storing processor-implementable instructions for controlling a 
processor to carry out a musical home video game" (claim 61). 

Dependent claim 38 recites that "the second output comprises an audio output". Multiple 
dependent claim 39 recites that "the second output comprises a visual output". Dependent claim 
40 claims that "the second output comprises feedback relating to a quality of a user's play of the 
musical home video game". Dependent claim 41 claims "additional means for providing user 
feedback". Dependent claim 42 claims that "the user feedback is in the form of a video display 
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of the user's score determined by the control system". Dependent claim 43 claims that "the user- 
controllable musical input source comprises a drum, a guitar or a keyboard". 
8. Argument 

The rejections under 35 U.S.C. § 102 do not follow MPEP § 706.02 which states at page 
700-20 "for anticipation under 35 U.S.C. 102, the reference must teach every aspect of the 
claimed invention. ..." In contrast with this clear statement, the Official Action finds that the 
present claims are anticipated by each of Shinohara, Park 462, Park *179 and Lee, none of which 
teach the claimed combination of elements and thus do not anticipate the presently claimed 
invention. This finding should be reversed. 

A. The Art Rejections 

As an initial matter, it is noted that despite the fact that the claims address a wide variety 
of different features, the Examiner rejected these claims with no detailed explanation as to how 
the elements of the present claims are met by the relied upon art. In Ught of this rejection, a 
precise response is difficult. 

Shinohara is entitled "Training Type Electronic Musical Instrument with Keyboard 
Indicators." Shinohara tums on display devices to teach a player to operate keys specified by the 
display devices. More particularly, as seen in Fig. 3, for example, LEDs 3 associated with keys 1 
of keyboard 14 are lit to indicate which of the keys 1 to operate or strike next. Noncoincidences 
and deviations between key strikes and the display devices are counted and reported to the player. 
Shinohara is simply a stand alone keyboard which assists a user in leaming to play a musical 
instrument. Shinohara does not teach a "musical home video game", as claimed. 

Park 462 describes a karaoke system which scores a live singer by comparing the singing 
of the live singer with the singing of a recorded singer. The frequency comparison taught by 
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Park '162 is an evaluation of a user's singing and does not teach "scoring a user's play" of a 
"musical home video game" as claimed. Similarly, Park '179 generates a performance score for a 
karaoke singer by comparing the voice of the singer with an accompanying song. This karaoke 
evaluation is not "scoring a user's play" of a "musical home video game", as claimed. 

Lee describes a device for generating applause for karaoke performance. Applause may 
be generated during the performance based on a singer's score, and may be generated 
automatically at the end of the performance. Lee simply supplies applause and does not teach 
selecting a "mode of play" of a "musical home video game", as claimed. 

In contrast to the relied upon art, the present invention claims a combination of features in 
the context of a musical home video game. The relied upon art clearly fails at the most 
fundamental level as it does not teach a "musical home video game" as claimed in claim 37, or a 
"method of operating an interactive musical home video game" as claimed in claim 60, or a 
"storage medium storing processor-implementable instructions for controlling a processor to 
carry out a musical home video game" as claimed in claim 61 . Referring again to claim 37, for 
example, this claim recites a "musical home video game comprising: a control panel with 
selection buttons to enter data and select mode of play; a user-controllable musical input source; 
means for providing a first, musical, output corresponding to the user's musical input; means for 
providing a second, non-musical, output; and a control system for monitoring and scoring a 
user's play and for controlling the second output according to the user's musical input." 

As indicated above, the rejection entirely fails to address the combinations of features 
specifically addressed by the dependent claims. None of the references address a musical home 
video game. Shinohara does not teach selecting a "mode of play" of a musical home video game, 
as claimed in claim 37. Shinohara does not teach "scoring a user's play" of a musical home video 
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game, as claimed in claim 37. Shinohara merely displays a number of stars, not a score. 

See also claims 60 and 61 which recite the step of "displaying video images including 
user instructional information on a display screen". The relied upon art does not teach the 
technique of displaying user instructional information on a display screen. Simply put, these 
features are not taught in the combination claimed. 

Regarding the dependent claims, these claims address a number of combinations of 
limitations not found in the relied upon references, and thus are not anticipated. As claimed by 
claim 38, "the second output comprises an audio output". Claim 39 recites that "the second 
output comprises a visual output". Such a visual output may include a video display which 
shows an audience reacting positively to the music played by a user. Claim 40 recites that "the 
second output comprises feedback relating to a quality of a user's play of the musical home video 
game". Each of these claims address a distinctly different type of second output. 

Dependent claim 41 claims "additional means for providing user feedback". For 
example, an instructional video of how to play the musical home video game may be played. 
Dependent claim 42 claims that "the user feedback is in the form of a video display of the user's 
score determined by the control system". This claim addresses a very particular type of user 
feedback. For example, the user's score may be calculated based on repetition, accuracy and 
speed, and then displayed on a video screen. Scoring may be based on a point system with a 
value for each correct strike and increasing points for each advancement in difficulty. The relied 
upon art does not teach such a video display system. 

In summary, nothing in the relied upon references anticipate a system which solves the 
problems addressed by the present invention. The present claims are not taught by the art relied 
upon. 
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B. The Finding of Anticipation is Contrary to 

Applicable Precedent Governing Such Findings 

The relied upon references do not teach every aspect of the claims as required under 35 

U.S.C. § 102 and MPEP § 706.02. As addressed by the Federal Circuit, anticipation under 

Section 102 can be found only if a reference shows exactly what is claimed, where there are 

differences between the reference disclosure and the claim, a rejection must be based on 

obviousness under Section 103. Titanium Metals Corp. v. Banner, 227 U.S.P.Q. 773 (Fed. Cir. 

1985). 

9. Conclusion 

The rejection of claims 37-43, 60 and 61 should be reversed and the application promptly 
allowed. 



RespectfiiUy submitted, 




Steven R. Quinley \j 
Reg. No. 47,012 
5015 Southpark Drive, Suite 230 
Durham, NC 27713 
(919) 806-1600 
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APPENDIX 
(Claims Under Appeal) 

37. A musical home video game comprising: 

a control panel with selection buttons to enter data and select mode of play; 
a user-controllable musical input source; 

means for providing a first, musical, output corresponding to the user's musical input; 
means for providing a second, non-musical, output; and 

a control system for monitoring and scoring a user's play and for controlling the second 
output according to the user's musical input. 

38. An apparatus according to claim 37 wherein the second output comprises an audio 

output. 

39. An apparatus according to claim 37 or 38, wherein the second output comprises a 
visual output, preferably a video display or lighting effect. 

40. An apparatus according to claim 37, wherein the second output comprises 
feedback relating to a quality of a user's play of the musical home video game. 

41 . An apparatus according to claim 40, further comprising additional means for 
providing user feedback. 

42. An apparatus according to claim 41, wherein the user feedback is in the form of a 
video display of the user's score determined by the control system. 

43. An apparatus according to claim 37, wherein the user-controllable musical input 
source comprises a drum, a guitar or a keyboard. 

60. A method of operating an interactive musical home video game, the method 
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comprising: 

receiving data and mode of play selection entered with selection buttons on a control 

panel; 

receiving a musical input generated by a user; 

providing a first, musical, output corresponding to the user's musical input; 
providing a second, non-musical, output; 
monitoring and scoring a user's play; 

displaying video images including user instructional information on a display screen; and 
controlling the second output according to the user's musical input. 
61 . A storage medium storing processor-implementable instructions for controlling a 
processor to carry out a musical home video game comprising: 

receiving data and mode of play selection entered with selection buttons on a control 

panel; 

receiving a musical input generated by a user; 

providing a first, musical, output corresponding to the user's musical input; 
providing a second, non-musical, output; 
monitoring and scoring a user's play; 

displaying video images including user instructional information on a display screen; and 
controlling the second output according to the user's musical input. 
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Transmitted herewith in triplicate is the APPEAL BRIEF in this appUcation with respect 
to the Notice of Appeal filed on April 29, 2003. 

The Applicant is a small entity. ^ 

Pursuant to 37 CFR 1.17(f) the fee for filing the Appeal Brief is $ 160.00 

[ X ] Enclosed is a check in the amount of $365 to cover the small entity Appeal Brief 
fee and the small entity two month extension of time fee. This letter constitutes a petition 
requesting same. 
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[ X ] The Commissioner is hereby authorized to charge any additional fees which may 
be required including any fee for extension of time or credit any overpayment to Deposit 
Account No. 50-1058. Should such an extension become due, this letter constitutes a 
petition requesting same. A DUPLICATE COPY OF THIS SHEET IS ATTACHED. 



Respectfully submitted 





Steven R. Quinley 
Reg. No. 47,012 
Priest & Goldstein, PLLC 
5015 Southpark Drive, Suite 230 
Durham, NC 27713-7736 
(919) 806-1600 



